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REMARKS 

Claims 1-5, 7-12, 14-19, 21-31, 33-44, 46-57, 59-62, and 64-66 axe all the claims 
pending in the application. Dependent claims 6, 13, 20, 32, 45, 58, and 63 are canceled 
and incorporated into respective independent claims, above. Claims 5, 12, 19^ 35, 48, 61, 
65, and 66 stand objected to for informalitie$; and, claims 1 -66 stand injected under 35 
U.S.C. §1 12, second paragraph, as being indefinite for felling to particularly point out 
and distinctly claim the subject matter which applicant regards as the invention. Should 
claims 36-48 be found allowable, claims 62 and 66 will be objected to under 35 U.S,C, 
§101 for statutoiy type double patenting; and, claims 1-66 stand rejected on prior art 
grounds. Applicants respectfully traverse these rejections based on the following 
discussion. 

L Claim Objections 

Claims 5, 12, 19, 35, 48, 61, 65, and 66 are objected to because the Office Action 
argues that such claims do not further limit the parent claim. Specifically, the OflSce 
Action asserts that claim 1 sets forth particxilar method steps, yet claim 5 has language 
that merely describes qualities of the coupons location) rather than further specifying 
steps that are executed as performance of the method. Applicants respectfully traverse 
these rejections based on the following discussion. 

Dependent claims 5, 19, 35, and 61 have been amended to further limit their 
respective independent method claims (i.e., claims 1, 15, 22, and 49, respectively). 
Specifically, claims 5 and 19 have been amended to specify the step of: ^checking e- 
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coupons that reside at any one of the group consisting of a user's site, a third party's site, 
and a site of said retailer in said networJced environment" (emphasis added). Fmthermore, 
claims 35 and 61 have been amended to specify the step of: '■'computing e-coupons that 
reside at any one of the group consisting of a user's site, a third party's site, and a site of 
said retailer in s£dd networked environment" (emphasis added). 

In addition. Applicants respectfully submit that dependent claims 12 and 48 
fiirther limit apparatus claims (i.e., independent claims 8 and 36, respectively). 
Specifically, independent claim 8 provides "An apparatus for determining a combination 
of electronic coupons (ecoupons) for redemption by a retailer in a networked 
environment" and the preamble of dependent claim 12 recites 'The apparatus according 
to claim 8". Moreover, independent claim 36 provides "An apparatus for electronic 
cox^on (e-coupon) decision support" and the preamble of dependent claim 48 recites 
"The apparatus accordmg to claim 36". Therefore, because dependent claims 12 and 48 
further limit ^paratus claims, it is not required that they specify steps that are executed 
as performance of a method. 

Additionally, Applicants respectfully submit that dependent claims 65 and 66 
fiirther limit afyjtem claim (i.e., independent claim 62). Specifically, independent claim 
62 provides "An electronic coupon (e-coupon) decision support system" and the 
preambles of both dependent claims 65 and 66 recite "The system according to claim 
62". Therefore, because dependent claims 65 and 66 further limit a system claim, it is 
not required that they specify steps that are executed as perfonnance of a method. In 
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view of the foregoing, the Exaininer is respectfully requested to reconsider and withdraw 
these objections, 

n. The 35 U.S.C. §112, Second Paragraph, Rejections 

Claims 1-66 stand rejected under 35 U.S.C. §1 12, second paragraph. Specifically, 
the Office Action argues that claims 1, 8, 15, 22, 36, 49, and 62 are of unclear claim 
scope because the phrase "coupons are mutually exclusive" does not state what qualities 
of the coupons are mutually exclusive. Further, the Office Action asserts that there is no 
antecedent basis in claim 34 for a user's profile. Applicants respectfully traverse ttiese 
rejections based on the following discussion. 

Claims 1:, 8, 15, 22, 36, 49^ and 62 have been amended by Applicants to stale 
what qualities of the coupons are mutually exclusive. Specifically, claims 1, 8, and 15 
provide the step of determining "if two or more of said e-<30Upons can be used in 
combination within the same purchased Moreover, claims 22, 36, 49, and 62 provide the 
step of "determining if said computed set of e^coupons ... can be used in combination 
within the same purchase''. 

In regards to claim 34, the term "said user's profile'* has been removed and 
replaced with "a profile of said user". The * W" is set forth in independent claim 22, 
fix)m which claim 34 depends upon, using the following language: "computing a set of 
applicable e-coupons dependent upon a set of e-coupons of a user". In view of the 
foregoing, the Examiner is respectfully requested to reconsider and withdraw these 
rejections. 
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in. The 35 U.S.C. §101 Rejections 

The Office Action argues that should claims 36 and 48 be found allowable, claims 
62 and 66 will be objected to under 37 CFR 1,75 as being a substantial duplicate thereof. 
Further, the Ofifice Action states that a statutory type (35 U.S.C. 101) double patenting 
rejection can be overcome by amending the conflicting claims so they are no longer 
coextensive in scope. 

Applicants have amended the claims accordingly. Claims 36 and 48 are directed 
towards an apparatus, and more specifically towards an apparatus for electronic coupon 
(e^upon) decision support. Conversely, claims 62 and 66 (as a result of claim 66 being 
dependent upon cl^m 62) provide *'An electronic coupon (e-coupon) decision support 
system". Specifically, the system comprises "at least one of a hardware module and a 
software module ... and an optinnzation engine". 

Thus, claim s 62 and 66 are directed towards a system corrqwising a hardware 
and/or a software module and an optimization engine, which is not substantially 
di^Iicative of the apparatus defined in claims 36 and 48. In view of the foregoing, the 
Examiner is respectfully requested to reconsider and withdraw these rejections. 



IV* The Prior Art Rejections 

Claims 1-33, 35-46, 48-59, 61-63, and 65-66 stand rejected under 35 U.S.C. 
§103(a) as being unpatentable over Fajkowski (U.S- Patent No. 6,932,270). Claims 3, 10, 
17, 34, 47, 60, and 64 stand rejected under 35 U.S.C. §103(a) as being unpatentable over 
Fajkowski, in view of Beach, et al, (U-S, Publication No. 2002/01 07738 Al), hereinafter 
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referred to as Beach- Applicants respectfully traverse these rejections based on the 
following discussioiL 

A. Rejection based on Fajkowski 

The claimed invention provides a method of determining a combination of e- 
coupons for redemption by a retailer in a networked environment, wherein e-coupons 
complying with redeemiog conditions and being non-mutually exclusive are displayed 
dependent upon optimization parameters. In the rejection, the OfiGce Action argues that 
Fajkowski discloses displaying coupons dependent upon optinuzation paramet^. In 
addition, the OfiEce Action argues that it would have been obvious to incorporate mutual 
exclusivity rules into the method and apparatus of Fajkowski. However, Fajkowski does 

■ 

not disclose displaying eligible coupons, taking into account parameters to optimize 
savings* Moreover, Fajkowski faiJs to mention situations where two or more coupons 
can be used in conjunctiOA within the same purchase- Therefore, as explained in greater 
detail below, Applicants respectfully submit that the prior ait of record does not teach or 
suggest the claimed invention. 

The Office Action argues that it would have been obvious to incorporate mutual 
exclusivity rules into the method and apparatus of Fajkowski. Such a feature is defined 
in independent claims 1, 8, and 1 5 using the following language: '^determine if two or 
more of said e-coupons can be used in combination within the same purchase"; and in 
independent cl^ms 22, 36, 49, and 62 using the following language: "deterouning if said 
computed set of e-coupons ... can be used in combination witihdn the same purchase". 
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More specifically, the Office Action asserts that "It >?vouId have been obvious for one of 
ordinary skill in the art at the time of the invention to have stored and analyzed other well 
knoTvn coupon reslriction rules such as whether other coupons can be used in 
I combination with a coupon (mutually exclusive coupons). Doing so would enable the 
I system to process and accurately display a wide variety of coupons, including those with 

I 

exclusivity rules." (Office Action, p. 5, para. 1). 

Applicants respectfully disagree with such a conclusion. The Office Action does 
! not reference any support in Ae prior art for its contention that it would have been 
i obvious to incorporate mutual exclusivity rules into the method and apparatus of 

j 

Fajkowski. 



Fajkowski fails to mention situations viliere two or more coupons can be used in 
combination within the same purchase. Further, Fajkowski fails to teach detenninine 
; whether two or more coupons are mutually exclusive or oth» exclusivity rules. 
: Therefore, in Fajkowski, the coupons are not analyzed for mutual exclusivity; and non- 
i mutually exclusive AND mutually exclusive coupou(5) will be displayed. Conversely, i 



I 

i the claimed invention, the selection of e-coupons complying with redeeming conditions 
are checked to determine if two or more e-coupons are mutually exclusive; and NON- 
\ mutually exclusive coupon(s) will be displayed. 

I 

Therefore, contrary to the position taken in the Office Action, there is no teaching 
jin the prior art to suggest that it would not have been obvious for one of oidinary skill in 
ithe art at the time of the invention to have incorporated mutual exclusivity rules into the 
method and apparatus of Fajkowski. 
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In addition, the Office Action argues that Fajkowski discloses displaying coupons 
dependent upon optimization pa]:anieters. Such a feature is defined in independent claims 
1, 8, and 1 5 using the following language: "wherein said displayed selection of e- 
coupons is dependent upon optimization parameters"; independent claims 22, 36, and 49 
• using the following language: "finding an optimal set of e-coupons dependent upon 
optimization parameters"; and independent claim 62 using the following language: **an 
optimization engine adapted to determine a subset of coupons fix>m said computed set of 
e-coupons ... dependent upon optimization param^ers". 

In support for its assertion, the Office Action argues that displaying eligible 
coupons to be redeemed at tide POS jwo^des a display of coupons dependant upon 
optimization parameters. Specifically, if the customer has xhs proper products at 
checkout, he optimizes his savings (Office Action, p. 6, para. 2). However, the Office 
Action does not reference any portions of Fajkowski to siqjport this argument 
Applicants respectfiilly submit that Fajkowski fails to provide support for this conclusion. 
Specifically, coupons that are dependent upon parameters that optimize the user's 
savings are not displayed merely because eligible coupons to be redeemed at the POS arc 
provided. Determining which coupons are eligible at the POS is only a part of die 
process for identifying which coupons will optimize savings. In other words, the 
displaying of eligible coupons in Fajkowski is analogous to the claim element of 
"displaying said selection of e-coupons complying with said redeeming conditions" as 
provided in independent claims 1, 8, and 15; and the claim element of "displaying said 
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computed set of e-coupons determined to comply with said redeeming conditions** as 
provided in independent claims 22^ 36, 49, and 62. 

Therefore, Fajkowski does not teach the additional step of displaying which of the 
eligible coupons will optimize a user*s savings. Accordingly, the displaying of coupons 
in Fajkowski merely presents coupons that are dependent upon eligibility for particular 
purchase(s); F^kowski does not take into account parameters to optimize savings. 

The only "optimization parameter" that Fajkowski arguably discloses is whether 
coupon(s) are eligible for particular product(s) at the POS; i,e., "if the customer has the 
proper products at checkout, he optimizes his savings" (Office Action, p. 6, para. 2), As 
described above, however, this is a parameter that mu$t be determined before any 
additional optimization parameters can be considered. 

■ 

Fajkowski does not disclose any additional parameters to optimize savings. For 
example, if only a limited number of coupons may be utilized to purchase a particular 
product, Fajkowski does not take into account parameters such as: which coupon will 
provide the biggest discount, which coupon will provide the largest number of free items, 
and which coupon has the earliest expimtion date. 

Therefore, contrary to the position taken in the Office Action, Applicants submit 
that Fajkowski does not teach or suggest displaying non-mutually exclusive e-coupons 
dependent upon optimization paiameters. Thus, it is Applicants' position that Fajkowski 
does not disclose or suggest the claimed features of "detenmn[ing] if two or more of said 
e-coupons can be used in combination within the same purchase" as defined m 
independent claims 1, 8, and 15; and "deteimining if said computed set of e-coiipons ... 
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can be used in combination within the same purchase" as defined in independent claims 
22, 36, 49, and 62. In addition, Applicants submit tiiat Fajkowsld does not disclose or 
suggest the claimed features of displaying "wherein said displayed selection of e-coupons 
is dependent upon optimization parameters" as defined in independent claims 1 , 8, and 
15; "finding an optimal set of e-coupons dependent upon optimization parameters'* as 
defined in independent claims 22. 36, and 49; and "an optimization engine adapted to 
detennine a subset of coupons fi-om said computed set of e-coupons ... dependent upon 
optimization parameters" as defined in independent claim 62. 

Therefore, it is Applicants' position that Fajkowski does not teach or suggest 
many features defined by independent claims 1, 8, 15, 22, 36, 49, and 62 and that such 
claims are patentable over the prior art of record. Further, it is Applicants' position that 
dependent claims 2-5, 7, 9-12, 14, 16-19, 21, 23-31, 33-35, 37-44,. 46-48, 50-57, 59-61, 
and 64-66 are similarly patentable, not only because of their dependency jfrom a 
patentable independent claims, but also because of the additional features of the invention 
Ihey defined. In view of the foregoing, the Examiner is respectfully requested to 
reconsider and withdraw this rejection, 

B. Rejection based on Fajkowski and Beach 
The Office Action argues that Beach et al also teaches user collection of e- 
coupons which are redeemed at the POS, wherein the cottons can be recommended to 
the user based on his user profile. Thus, the Office Action asserts that it would have been 
obvious for one of ordinaiy skill in the art at the time of the invention to have suggested 
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coi^ons for the user based on his profile so that the user can be conveniently targeted 
with offers that are Ukely to be accepted and purchased. These recommendations are 
taken to be optimal or near optimal recommendations. 

Once more, however. Beach fails to teach or suggest displaying non-mtUuaUy 
exclusive e-coupons dependent upon optimizaiioH parameters. The OfQce Action does 
not reference any portions of Beach that are directed to such features. It is Applicants' 
position that Beach does not mention determining mutual exclusivity, nor does Beach 
mention displaying e-coupons based on optimization parameters. 

Thus, Applicants submit that the proposed combination of Fajkovf^ki and Beach 
does not disclose or suggest the claimed features of **determiii.[ing] if two or more of said 
e-coupons can be used in combination within the same purchase" as defined in 
independent claims 1, 8, and 15; and *'detemiimng if said computed set of e-conpons , , , 
can be used in combination within the same purchase" as defined in independent clanns 
22, 36, 49, and 62. In addition. Applicants submit that the proposed combination of 
Fajkowski and Beach does not disclose or suggest the claimed features of displaying 
''wherein said displayed selection of c-coupons is dependent upon optimization 
parameters" as defined in independent claims 1 , 8, and 1 S; 'Tmding an optimal set of e- 
coupons dependent upon optimization parameters'' as defined in independent claims 22, 
36, and 49; and ''an optimization engine adapted to determine a subset of coupons from 
said computed set of e-coupons . . . dependent upon optimization parameters" as defined 
in independent claim 62. 
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Therefore, it is Applicants' position that the proposed combination of Fajkowsld 
and Beach does not teach or suggest many feat ires defined by independent claims 1 , 8, 
15, 22^ 365 49, and 62 and that such claims are patentable over the prior art of record. 
Further, it is Applicants' position that dependent claims 2-5, 7, 9-12, 14, 16-19, 21, 23- 
31, 33-35, 37-44, 46-48, 50-57, 59-61. and 64-66 are Similarly patentable, not only 
because of their dependency fi-om a patentable independent claims, but also because of 
the additional features of the invention they deJ^ed. In view of the foregoing, the 
Examiner is respectfully requested to reconsideSr and withdraw this rejection. 



I 



V. Formal Matters and Conclusion 



In view of the foregoing, Applicants submit that claims 1-5, 7-12, 14-19, 21-3 1, 
33-44, 46-57, 59-62, and 64-66, all the claims p nesently pending in the application, are 
patentably distinct from the prior art of record a id are in condition for allowance. The 
Examiner is respectfiilly requested to pass the above application to issue at the earliest 
possible time. 

Should the Examiner find the application to be other than in condition for 
allowance, the Examiner is requested to contact Ithe undersigned at the local telephone 
number Usted below to discuss any other chang^ deemed necessary. Please charge any 



09/772^44 



29 i 



PAGE 29/30 ' RCVD AT Mim mm PM [Eastern Standard fime] ' SVR:USPTO'EFXRF-2/21 ' DNiS:2738300 ' CSID:3012618825 ' DURATION (inin-ss):0648 



03/17/2886 04:35 3012618825 



GIBB IP LAM 



PAGE 



deftci«D.cies and credit any overpayments to Attorney's Deposit Account Number 09- 



Gibb LP. Law Firm, LLC 
2568-A Riva Road, Suite 304 
Annapolis, MD 21401 
Voice: (410) 573-6501 
Fax:(301)261-8825 
Custom^ Number: 29154 



0441. 



Respectfully submitted. 



Dated:^llD^2 




RfigistTation No. 53,352 
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